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REMARK 

Applicants really appreciate Examiner for the arduous work to 
examine the instant application. 

Applicants have canceled claims 1-8, 10 and 12-16, and have 
amended claim 9 to include the subject matter of claim 10 T and claim 1 1 
to include the limitation of claim 12 reciting "from a micro- viewpoint* 1 . 
No new search or consideration is required under these amendments. 

Applicant has deleted the improper word Relatively" cited in 
paragraph 4 which mistakenly results in an admission type rejection. 

Rejections under Robertson and Douehertv in the prior Office Actions 

In the prior Office Actions, specially the first Office Action, Applicants 
submit that the rejection to the claims 9-12 is improper and should be 
withdraw, for the reasons below as previously misunderstood by 
Examiner: 

In the first Office Action for claim rejections under 35 USC § 1 03(a): 

I ) Examiner rejected claims J- 11 as being unpatentable over the 
admission in view of Robertson (Pat, No. 3.193,770); 

Examiner pointed out that Admission fails to disclose the hard trays 
bottom portion has a smooth planar surface. Examiner stated that 
Dictionary.com defines rough as I. "having a surface marked by 
irregularities, protuberances, or ridges; not smooth". In keeping with 
this interpretation, Examiner provided Robertson as a teaching for a tray 
having individual members 10 appear to be protuberances. Then, 
Examiner stated that it would have been obvious to combination 
Admission with Robertson to have the feature "bottom surface of the 
bottom portion not smoothly planar" to prevent sticking. 
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II ) Examiner rejected claims i-12 as being unpatentable over the 
admission in view of Dougherty (Pat No, 2.588,812); 

Examiner pointed out that Admission fails to disclose the hard trays 
bottom portion has a smooth planar surface. Examiner stated that 
Dictionary.com defines rough as I. u having a surface marked by 
irregularities, protuberances, or ridges; not smooth**. In keeping with 
this interpretation, Examiner provided Dougherty as a teaching for two 
reasons: One is that Dougherty is analogous art in solving a same 
problem where flat surface have a tendency of sticking together. The 
other is Dougherty also provided surface irregularities, such as ridges 12. 
Then, Examiner stated that it would have been obvious to combination 
Admission with Dougherty to have the feature "bottom surface of the 
bottom portion not smoothly planar*' to prevent sticking. 

In response* Applicants do not deny Examiner's interpretation of 
"rough" according to Dictionary.com while believe Examiner mistreated 
either " the bottom surface — not smoothly planar- with a plurality of 
tiny protrusions to be in a rough form* 1 (Emphasis added, recited in 
amended claim 9, hereinafter referred to "first limitation") or " bottom 
surface — not smoothly planar — with either recesses or openings 
therein from a micro-viewpoint " (Emphasis added, recited in amended 
claim 11, hereinafter referred to "second limitation") with the single 
term of "rough" defined by Dictionary.com. 

In brief, in the first action this typo, i.e., the word "the bottom 
surface — not smoothly planar" mistakenly replaced with the word 
"rough", led Applicants to make such an argument Anyhow, 
Applicants like to point out either first limitation or second limitation 
clearly represents that 1) a bottom surface not smoothly planar but with 
a plurality of tiny protrusions or recesses or openings, front a 
micro-viewpoint , to be in a rough form is the surface wholly has a 
rough plane to the touch of observer, but still flat plane to the sight 
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which is essentially different from the single term "rough" defined as 
both to the touch and sight of observer by Dictionary.com, and not 
essentially equal to those identified by Examiner; 2) the bottom surface 
has designed the whole surface to be not smoothly planar, NOT a 
selected portion, for example, along a side, or at one end. 

Based upon the clarification above, Applicants like to reargue for 
Point I ) and II) regarding the pending claims 9, 1 1 and 13-16 due to 
claims 1-8, 10 and 12 having been canceled. 

Regarding Point I ). At first, Robertson should not be regarded as 
analogous art with electrical connector field of the instant application, in 
that Robertson provides concave surfaces, NOT flat surfaces as defined 
by the instant application, which is further implied by Examiner in 
Dougherty. (See Wang Lab., Inc. v. Toshiba Corp., 993 F.2d 858, 26 
USPQ2d 1 767 (Fed. Cir. 1 993) 

Secondly, Examiner failed to assert a prima facie case of 
obviousness. One element of a prima facie case requires a motivation 
to combine or modify the references to have made the claimed 
invention. 

The mere fact that the references could be combined does not 
render the combination obvious. A motivation must exist that suggests 
the desirability of the combination to have the claimed invention. In 
fact, Robertson discusses an offset provided extending across the end 20 
of the upper member 10 and along the sides 26 and 28. Combining 
Admission with Robertson would render the combined invention 
unsatisfactory for the instant application's stated purpose, i.e. for 
preventing sticking between two flat surfaces, even if Admission can be 
qualified to combine with Robertson. Specifically, even if the offset in 
Robertson is applied to Admission by extending across the end of the 
bottom flat surface and along the sides , sticking of the two flat surfaces 
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of the pick up cap top surface and the tray bottom surface is still not 
prevented, because such an offset merely acts on the periphery portions 
thereof other than the central flat surfaces , thereby providing none of 
the benefit of preventing sticking between the two flat central surface. 
Therefore, no proper motivation exists for combining Robertson with 
Admission to have the claimed invention in amended claims 9 and 1 1 , 
even if Robertson can be qualified to combine with Admission. 

^Regarding Point II) , Examiner still failed to assert a prima facie 
case of obviousness. One element of a prima facie case requires a 
motivation to combine or modify the references to have made the 
claimed invention. 

The mere fact that the references could be combined or modified 
does not render the combination or modification obvious. A 
motivation must exist that suggests the desirability of the modification 
or combination. In fact, Dougherty discusses parallel, uniformly 
shaped and dimensioned ridges 12, preferably of triangular 
cross-section, are fashioned on upper surfaces of the respective cakes, 
for not only preventing adhesion therebetween (col. 3, lines 32-34) but 
also affording a complete support to keep the cakes from sagging 
(coi3j lines 18*19) . If these ridges 12 in Dougherty can be modified to 
be "a bottom surface — not smoothly planar — but with a plurality of 
protrusions or recesses, from a micro-viewpoint" recited in amended 
claim 9 and 11, Dougherty provides no such benefit of "affording a 
complete support to keep the cakes from sagg ing". Therefore, no 
proper motivation exists for modifying Dougherty to combine with 
Admission to have the claimed invention in amended claims 9 and 11, 
even if Dougherty can be qualified to combine with Admission. 

From the reasons above, the amended claims 9 and 1 1 are believed 
to patentably distinguish over Robertson or Dougherty, alone or 
combining with the other cited references, and in condition for 
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allowance. Claims 13-16 are also allowable by reason of at least its 
dependency upon claim 11. Accordingly, Applicants request that 
Examiner reconsider and withdraw the rejections thereto. 

Rejections under 35 U.S.C. 112 in the prior Office Actions and the 
Advisory Action 

Anyhow, Applicants have viewpoint different from Examiner's 
statements in the prior Office Actions and the Advisory Action: 

I ) Examiner stated the instant application must include a claim 
particularly point out and distinctly claim the subject matter which 
applicant regards as his or her invention. 

II) Examiner stated the specification is defective and docs not 
provide even one working embodiment. 

In response, regarding the point I ) above, as discussed in the 
previous paragraphs, the instant application is believed to patentably 
distinguish over the references, and therefore includes at least one 
pending claim particularly pointing out and distinctly claiming the 
subject matter, which applicants regard as their invention. 

Regarding the point II), the specification need not describe or 
enable the invention to a layperson. Rather, it need only describe the 
invention to one of ordinary skill in the art. In deed, the specification 
need not contain a working example if the invention is otherwise 
disclosed in such manner that one skilled in the art would be able to 
practice it without undue experimentation. (See Cedarapids, Inc. v. 
Nordberg, Inc.) According to the Federal Circuit, "Patents are not 
production documents... Thus the law has never required that a patentee 
who elects to manufacture its claimed invention must disclose in its 
patent the dimensions, tolerances, drawings, and other parameters of 
mass production not necessary to enable one skilled in the art to practice 
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(as distinguished from mass-produce) the invention. Therefore, 
Applicants respectfully request that Examiner reconsider and withdraw 
the rejection thereto. 

In brief, the reader of the specification and the claims can easily 
know what a plane the applicant tries to claim and such a plane should 
not be like the references cited by the Examiner. As to the rejection 
under 35 U.S.C. 112, the second paragraph, Applicant believes the term 
"rough surface' 1 or "surface rough enough" is acceptable to the PTO 
according to attachment (I) showing there are 1176 patents using the 
term "rough surface" and there are at least two patents using the term 
"surface rough enough". It is NOT an indefinite term. 

As to the rejection under 35 U.S.C. 112, the first paragraph, 
associated with an assertion by the Examiner that there are undue 
experiments required, Applicant points out that changing the smoother 
surface to the rough surface is a simple process without requiring 
detailing the roughness involved therewith. As mentioned in an earlier 
time, a roughness-felt flat surface is simply the invention. The 
Examiner complicates the case here* The Examiner raises the 
questions regarding how many trays are stacked on top one another, how 
long trays can be stacked, how much time the surfaces have taken to 
"seat" or whether the parameter is dependent on how fast one tray is 
removed form another. In fact, only the top tray and the one right below 
it are concerned about and involved therewith at the operation moment, 
disregarding how many trays are stacked or how long the travs can 
be stacked . The value of the invention is not to find out how precise 
roughness the surface should have but roughen the surface for avoiding 
sticking. Because the roughening of the surface is an easy stuff for the 
skilled person, there should be no undue experiments involved/required. 
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Conclusion 

In view of the above claim amendments and remarks, the subject 
application is believed to be in a condition for allowance and an action to 
such effect is earnestly solicited. 



Respectfully submitted, 
ZHANG ETAL, 
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